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Response to Arguments 

The rejection of the previous office is withdrawn in view of newly cited art. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 22-27 and 29-30 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. In claims 22-24, the phrase "said 
vessel" makes it unclear to which vessel is being referred. Is it the vessel recited in step 
b, or the separator vessel? 

In claims 25-27, the phrase "said tobacco" makes it unclear to which tobacco is 
being referred. Is it the tobacco of step a, b, or c? 

In regards to claims 29-30, the phrase "said tobacco" makes it unclear which 
tobacco is being referred to. Is it the tobacco recited in step a, b, or c? 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-14, 16, 18-24, 28, 31-37 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Muller (US 4,506,682). Muller discloses providing a vessel 4 comprising 
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tobacco (see Abstract), contacting the tobacco with sub-critical carbon dioxide (see Col. 
3, lines 8ff), and removing the fluid from the vessel to extract a component (tobacco 
aroma oil) from the tobacco (see abstract). 

As for claims 2-5, each specifying a component of the extracted material, it is 
deemed that, in view of Muller contacts the tobacco under the substantially the same 
sub-critical conditions (See Muller Col. 3-4) as disclosed by applicant such as 
temperature range, pressure range, ratio of carbon dioxide to tobacco, and treatment 
time, it would be inherent that the claimed specific components would also be extract 
from Muller's treated tobacco. 

As for step d of claim 5 and claim 7, the fluid from vessel 4 is directed to vessel 

10. 

As for claim 6, the vessel 4 would be "isolated" when taking out the extracted 
tobacco as noted in Col. 7, lines 25ff. 

As for claims 8-10, the fluid contacting the tobacco is described by Muller as 
being a gas and a liquid (Col. 7, lines 32). 

As for claims 11-13, the sub-critical fluid comprising tobacco components are 
separated by a heat-exchanger and expansion vessel 10. (See Col. 7, lines 39ff) The 
component, tobacco aroma oil, would comprise of the claimed PAH in view that it is 
obtained by similar process conditions set forth by applicant's specification. 

As for claims 14,16, and 18-21, separator vessel is deemed as heat exchanger 9 
wherein the substance capable of separating the constituent tobacco oil is deemed as 
the cooling fluid of the heat exchanger wherein the temperature of the sub-critical is 



Application/Control Number: 10/623,006 Page 4 

Art Unit: 1791 

lowered to in order to precipitate the constituent dissolved in the sub-critical fluid (See 
Col 7, lines 37ff). 

As for claims 22-24, the sub-critical fluid is re-circulated back to the vessel 10, 
deemed as the vessel used in step B of applicant's claims. (See Col. 7, lines 47ff) 
As for claim 28, see above. 

As for claims 31-32, it would be inherent that the claimed components would 
comprise the tobacco aroma oil extracted by Muller in view that the tobacco is treated 
under substantially the same process conditions as applicant. 
As for claims 33-37, see above. 

Allowable Subject Matter 
Claims 15 and 17 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CARLOS LOPEZ whose telephone number is (571)272- 
1 193. The examiner can normally be reached on Mon.-Fri. 8am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571 .272.1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
Art Unit 1791 



